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1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

2. Claims 1-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For claims 1 ,26,28,30, it is not clear as to what applicant is claiming as far as a 
system goes. These independent claims do not contain any kind of transitionary phrase 
that identifies where the preamble ends and where the body of the claim begins (i.e. 
comprising, consisting, or consisting essentially of). As an example claim 1 reads: 

A consignment inventory management and reconciliation system wlierein tliere is 

tracl<ing and reconciliation of: 

a. first items shipped to a buyer from a seller and tliat are located at tlie buyer's 
consignment inventory location; 

b. second items stripped to ttie buyer by tlie seller, tliat liave not been billed by 
the seller and cannot be found at the buyer's consignment inventory location; and 
d. third items not shipped to the buyer by parties other than the seller, can be 
found at the buyer's 

consignment inventory location, and are of the same identity as items provided 
on consignment by the seller to the buyer. 

The claim never actually ever recites anything structurally about the system that 
the claim is supposed to be directed to. What is the system that is being claimed made 



Application/Control Number: 10/549,990 Page 3 

Art Unit: 3689 

up of? There has to be at least two real world tangible items of structure claimed for 
there to be anything claimed that could even be considered as a system. These claims 
do not recite any structure and are essentially claiming the intended use of the unknown 
and unclaimed system, which renders the claims as indefinite. The same applies to all 
of the dependent claims. None of them recite any structure that could possibly define a 
system. A system claim falls into the statutory class of invention that is called an 
"apparatus" type of claim. In these types of claims it is structure that is recited. In this 
case applicant has not recited any structure at all. As far as a system goes, the 
examiner has no idea as to what applicant is claiming. Any prior art application to the 
claims is done by the examiner as the indefinite claims are best understood. 

Also for all of the claims 1 -30, it is not clear as to what statutory class of invention 
the claims fall into due to the fact that there is no structure recited, and due to the fact 
that some of the claims are seen as reciting more of what would be considered the 
intended use of the system. One wishing to avoid infringement would not be able to 
reasonably determine what statutory class of invention is being claimed, other than 
assuming it is apparatus based on the fact that a system is being claimed. However, 
due to a lack of structure claimed, one would be unclear as to what statutory class of 
invention is being claimed. 

For claim 2, what is meant by claiming that the system "ages" the first items? 
This is not clear. What does this mean? 

For claim 6, what is meant by "one:zero"? Is the colon supposed to be a 
comma? Also, applicant has claimed "a positive number, and a negative number". 
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What is meant by this? Should the "and" be an "or"? Additionally, what is meant by 
"with a number of decimal places"? What is with a number of decimal places? This is 
not clear. 

For claims 8-17, applicant has claimed when a particular transaction description 
is used. What does this have to do with the system that is defined by structure? This 
seems to be just descriptive language directed to the intended use of the unknown 
system. Reciting what may be done in the future is not a recitation to any structure. 
Also, for claim 17, the word "count" does not appear in claim 7, so what does this refer 
to? There does not appear to be antecedent basis for this term in claim 7. 

For claim 29, the language "and cannot be found at the buyer's consignment 
inventory location" seems to contradict the language of claim 28 that recites "wherein 
second items can also be found at the buyer's consignment location". Are the 2"^^ items 
at the consignment location or not? Also, the way the claim is written it is not entirely 
clear as to whether or not the second items recited in claim 29 are a 2"" set of second 
items or if this is actually referring to the second items that was recited in claim 28. This 
is not clear. 

For claim 31 , this claim recites that it is directed to a computer usable medium 
that can cause a processor to execute the steps recited in claim 1 . Claim 1 is a system 
claim and not a method claim so what steps are being referred to? Claim 31 does not 
appear to be a proper dependent claim because it must include all of the limitations of 
claim 1, which is a system claim and not a method claim. To this extent, it is not clear at 
all what claim 31 is reciting. 
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Prior art will be applied to the claims in an attempt to try to address whatever the 
examiner best believes is being claimed. Due to the very vague and indefinite claims 
this is done to try to show applicant some related prior art, but until the applicant 
actually amends the claims to recite some structure, the examiner really has no idea 
what is being claimed as far as a system goes. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, publislied under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-31 are rejected under 35 U.S.C. 102(e) as being anticipated by Guidice 
et al. (6463420). 

Guidice discloses a system for managing and tracking items shipped from a 
seller to buyers. The system is capable of tracking 1st, 2nd, and 3rd items as seems to 
be claimed. The system will identify when items are delivered to their destination and 
their status during shipment (cl 4). The language claimed relating to where the items 
are or the fact that they were "shipped" (past tense), billed or not billed, is noted but is 
not seen as defining anything more to the system for tracking 3 items. The system 
tracks by a tracking number (claimed item number). Of interest is column 1, lines 39- 
52; column 5, lines 12-column 6, line 39. Most of the claims are reciting limitations that 
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have nothing to do with the structure of the system and are directed to non-functional 
descriptive material. As an example for claim 5, the "transaction" is not a structural part 
of the system and defines nothing to the system. In claims 8-17, applicant is reciting 
when certain terms are used (bill, use, dispose, etc.) and this has nothing to do with the 
system structurally. Claim 18 is reciting when reconciliation takes place. This has 
nothing to do with a recitation directed to structure of the system. Due to the 
indefiniteness of the claims and the fact that most of the claims are reciting non- 
functional descriptive material not related to the system itself, the claims as they are 
best understood by the examiner are anticipated by Guidice. 



5. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

6. Claims 1-27,31 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-27,31 of copending Application No. 10/394,837. This 
is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. As the claims are best understood by the examiner, both sets of claims 
are claiming the same invention. It is believed that if one were to infringe the instant 
pending claims 1-27,31, one would necessarily be infringing claims 1-27,31 if the '837 
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application. Also, it is believed that if one were to infringe the pending claims 1-27,31, 
of the '837 application, one would necessarily be infringing claims 1-27,31 of the instant 
application. For claim 1 , when compared to claim 1 of '837, the only difference is the 
inclusion in instant pending claim 1 of the language "parties other than" and this is not 
seen as changing the claim as far as what might be claimed as far as a system goes. 
The claims have been seen as reciting a system (which is also indefinite, see 112 
rejection) that can track 1st, 2nd, and 3rd items. To this extent, the instant pending 
claims are claiming the same invention as claimed in the '837 application. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. DeVries et al. (20030009396), Lindoerfer et al. (20020069096), 
Woolston (5845265), and Lau et al. (7212829) disclose systems that can track a 
plurality of items. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dennis Ruhl/ 

Primary Examiner, Art Unit 3689 



